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DETAILED ACTION 
Information Disclosure Statement 

1. The information disclosure statement (IDS) submitted on June 29, 2001 has being 
considered by the examiner and made of record in the application file. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S. C 1 19(a)-(d), which papers 
have been placed of record in the file. 

Specification 

3. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: "Mobile Terminal Apparatus for Selecting a High 
Priority System at the Time of Turning Power On". 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
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international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. Claims 1, 4-5, 8-10 and 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 

Blakeney, II et ah (U.S Pat. No. 6,466,802). 

Regarding claim 1, Blakeney, II et al. disclose a mobile radio communication 
apparatus for use in a mobile radio communication system which includes base stations 
(A subscriber station or mobile radio communication apparatus that attempts 
communication in mobile radio communication system, such system including base 
stations or communication systems that cover a geographic region for providing wireless 
communication services; col 7, lines 14-17 and 49-58), mobile radio communication 
apparatuses to be connected to the base stations over radio channels (Radio channels such 
as signals indicative of roaming conditions; col 1; lines 66-67), and in which each of the 
base stations broadcasts a system ID number for identifying the base station (Each system 
or base station broadcasting a system identification (SID) to the subscriber; col 7, line 67 
thru col 2, line 4), said apparatus comprising: first memory means for storing system ID 
numbers and priority data items (Wherein the subscriber station comprises a list of 
preferred systems or universal system table; col 2, lines 34-41; col 4 t lines 21-27), each 
item associated with each of the system ID numbers and representing priority assigned to 
each base station, so as to be used to seize one base station (Wherein each item of the 
universal system table represents the system identification number and wherein such 
items are group according to a priority of ranking criteria; col 4, lines 30-40); seizing 
means for receiving the broadcast system ID number in accordance with the priority data 
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item stored in said first memory means, for seizing the base station having the system ID 
number received, and for setting the apparatus in an idle state (Seizing means such as a 
system determination processor to select and subsequently acquired a system or base 
station in accordance with the system identification number, furthermore wherein said 
processor determines whether the acquired SID is a preferred system; col 3, lines 54-63; 
col 4 t lines 46-50; col 6, lines 61-63; Figs. 2A-2C); second memory means for storing 
the system ED number of the seized base station when a user operates the apparatus and 
inputs a turn-off instruction for turning off the apparatus, while the apparatus remaining 
in the idle state (Second memory means such as Most Recently Used (MRU) table for 
storing the SID of systems that have been most recently used by the subscriber station, 
wherein the MRU is implemented in a non-volatile memory thereof retaining the SID of 
the most recently seized or used system even after the subscriber station is turned-off or 
powered down; col 2, lines 60-62; col 4, lines 19-22); and control means for turning off 
the apparatus in response to the turn-off instruction (Wherein means for turning off or 
powering down the apparatus are fundamentally disclosed; col 4, lines 19-22), for 
determining whether the apparatus receives a system ID number of higher priority than 
the system ID number stored in said second memory means (Wherein the subscriber 
station tries to find the SID number of the currently seized system in the MRU table, 
further determining if said seized system is one of higher or most desirable priority in the 
currently region wherein the subscriber station is located; col 5, lines 24-29; col 6, line 
61 thru col 7, line 21\ in response to the turn-on instruction and by referring to the 
contents of said first memory means (Wherein in the step for determining if the system is 
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one of higher or most desirable priority the system determination processor compares the 
SID found on the MRU to the first memory means or universal system table; col. 6, line 
61-63), and for seizing the base station having the system ID number of higher priority 
and setting the apparatus in the idle state when the apparatus receives the system ID 
number of higher priority (Wherein if it is determined that the system or base station is a 
most desirable system, then service is provided to the subscriber station by means of said 
system; col. 7, lines 16-21). 

Regarding claim 4, and as applied to claim 1, Blakeney, II et al. disclose the 
aforementioned apparatus, wherein said control means operates such that a geographical 
area into which the apparatus has moved is identified (Wherein the geographic region in 
which a system serves is indicated according to desirability of acquiring service through 
that system; col. 8 lines 1-41), said seizing means receives one of the broadcast system 
ID numbers in accordance with the geographical area identified (Wherein the SID of the 
system is relative to geographic area identified; col. 8, lines 13-19), and seizes a base 
station having the one of the system ID number received by said seizing means and sets 
the apparatus in the idle state (Wherein if it is determined that the system or base station 
is a most desirable system, then service is provided to the subscriber station by means of 
said system; col. 7, lines 16-21). 

Regarding claim 5, Blakeney, II et al. disclose a mobile radio communication 
apparatus for use in a mobile radio communication system which includes base stations 
(A subscriber station or mobile radio communication apparatus that attempts 
communication in mobile radio communication system, such system including base 



Application/Control Number: 09/893,446 Page 6 

Art Unit: 2686 

stations or communication systems that cover a geographic region for providing wireless 
communication services; col 1, lines 14-17 and 49-58\ mobile radio communication 
apparatuses to be connected to the base stations over radio channels (Radio channels such 
as signals indicative of roaming conditions; col 1; lines 66-67), and in which each of the 
base stations broadcasts a system ID numbers for identifying the base station (Each 
system or base station broadcasting a system identification (SID) to the subscriber; col 1, 
line 67 thru col 2, line 4), said apparatus comprising: first memory means for storing 
system ID numbers and priority data items (Wherein the subscriber station comprises a 
list of preferred systems or universal system table; col 2, lines 34-41; col 4, lines 21-27), 
each item associated with each of the system ID numbers and representing priority 
assigned to each base station, so as to be used to seize one base station (Wherein each 
item of the universal system table represents the system identification number and 
wherein such items are group according to a priority of ranking criteria; col 4, lines 30- 
40); first seizing means for receiving the broadcast system ID number in accordance with 
the priority data item stored in said first memory means, for seizing the base station 
having the system ID number received, and for setting the apparatus in an idle state 
(Seizing means such as a system determination processor to select and subsequently 
acquired a system or base station in accordance with the system identification number, 
furthermore wherein said processor determines whether the acquired SID is a preferred 
system; col 3, lines 54-63; col 4, lines 46-50; col 6, lines 61-63; Figs. 2A-2C)\ second 
memory means for storing the system ID number of the seized base station when a user 
operates the apparatus and inputs a turn-off instruction for turning off the apparatus, 
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while the e apparatus remaining in the idle state (Second memory means such as Most 
Recently Used (MRU) table for storing the SID of systems that have been most recently 
used by the subscriber station, wherein the MRU is implemented in a non-volatile 
memory thereof retaining the SID of the most recently seized or used system even after 
the subscriber station is turned-off or powered down; col. 2, lines 60-62; col. 4, lines 19- 
22), second seizing means for seizing the base station having the system ID number 
stored in said second memory means and setting the apparatus in an idle state when the 
apparatus is turned on (Wherein after powering up the subscriber station, the subscriber 
station attempts to acquire first the systems stored in the second memory means from the 
MRU table; col. 2, lines 55-62; col. 4, lines 50-56; col. 5, lines 24-29); and control 
means for determining whether the apparatus receives a system ED number of higher 
priority than the system ID number of the base station seized by said second seizing 
means, by referring to the contents of said first memory means (Wherein the subscriber 
station system determination processor tries to find the SID number of the currently 
seized system in the MRU table, further comparing the SID number those preferred 
systems stored on first memory means or universal system table, determining if said 
seized system is one of higher or most desirable priority in the currently region wherein 
the subscriber station is located; col. 5, lines 24-29; col. 6, line 61 thru col. 7, line 21), 
and for seizing the base station having the system ID number of higher priority and 
setting the apparatus in the idle state when the apparatus receives the system ID number 
of higher priority (Wherein if it is determined that the system or base station is a most 
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desirable system, then service is provided to the subscriber station by means of said 
system; col. 7, lines 16-21). 

Regarding claim 8, and as applied to claim 5, Blakeney, II et al. disclose the 
aforementioned apparatus, which further comprises decision means for determining 
whether the system ID number of the base station seized by said second seizing means is 
stored in said first memory means (Wherein the system determination processor attempts 
connectivity through a most desirable system seeking through the listing of preferred 
systems stored in the first memory means (Universal System Table); col. 6, lines 61-63), 
if the system ID number is not stored in said first memory means, said control means sets 
the apparatus into an idle state after detecting a control signal broadcast from a base 
station (Wherein the subscriber station awaits user intervention if no systems can be 
acquired after seeking through the listing of the first memory means; col. 7, lines 35-52) 
and identifying, based on the control signal, a geographical area in which the base station 
is provided (Wherein the geographic region in which a system serves is indicated 
according to desirability of acquiring service through that system; col. 3, lines 25-34; col. 
8 lines 1-41). 

Regarding claim 9, and as applied to claim 5, Blakeney, II et al. discloses the 
aforementioned apparatus, wherein said control means operates such that a geographical 
area into which the apparatus has moved is identified (Wherein the geographic region in 
which a system serves is indicated according to desirability of acquiring service through 
that system; col. 8 lines 1-41), said seizing means receives one of the broadcast system 
ID numbers in accordance with the identified geographical area (Wherein the SID of the 
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system is relative to geographic area identified; col 8, lines 13-19), and seizes a base 
station having the one of the system ID number received by said first seizing means and 
sets the apparatus in the idle state (Wherein if it is determined that the system or base 
station is a most desirable system, then service is provided to the subscriber station by 
means of said system; col 7, lines 16-21). 

Regarding claim 10, Blakeney, II et al. disclose a mobile radio communication 
apparatus for use in a mobile radio communication system which includes base stations 
(A subscriber station or mobile radio communication apparatus that attempts 
communication in mobile radio communication system, such system including base 
stations or communication systems that cover a geographic region for providing wireless 
communication services; col 1, lines 14-17 and 49-58), mobile radio communication 
apparatuses to be connected to the base stations over radio channels (Radio channels such 
as signals indicative of roaming conditions; col 1; lines 66-67), and in which each of the 
base stations broadcasts a system ID number for identifying the base station (Each system 
or base station broadcasting a system identification (SID) to the subscriber; col 1, line 67 
thru col 2, line 4), said apparatus comprising: first memory means for storing system ID 
numbers, priority data items (Wherein the subscriber station comprises a list of preferred 
systems or universal system table; col 2, lines 34-41; col 4, lines 21-27), each item 
associated with each of the system ID numbers and representing priority assigned to each 
base station, so as to be used to seize one base station (Wherein each item of the universal 
system table represents the system identification number and wherein such items are 
group according to a priority of ranking criteria; col 4, lines 30-40); seizing means for 
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receiving the broadcast system ID number in accordance with the priority data item 
stored in said first memory means, for seizing the base station having the system ID 
number received, and for setting the apparatus in an idle state (Seizing means such as a 
system determination processor to select and subsequently acquired a system or base 
station in accordance with the system identification number, furthermore wherein said 
processor determines whether the acquired SID is a preferred system; col. 3, lines 54-63; 
col. 4, lines 46-50; col. 6, lines 61-63; Figs. 2A-2Q; second memory means for storing 
the system ID number of the seized base station if the system ID number of the seized 
base station is included in said first memory means in accordance with turn-off operation 
during the idle state (Second memory means such as Most Recently Used (MRU) table 
for storing the SID of systems that have been most recently used by the subscriber 
station, wherein the MRU is implemented in a non- volatile memory thereof retaining the 
SID of the most recently seized or used system even after the subscriber station is turned- 
off or powered down; col. 2, lines 60-62; col. 4, lines 19-22); and control means for 
turning off the apparatus in response to the turn-off instruction (Wherein means for 
turning off or powering down the apparatus are fundamentally disclosed; col. 4, lines 19- 
22) and for seizing the base station having the system ID number stored in said second 
memory means and setting the apparatus in the idle state when the user operates the 
apparatus and inputs a turn-on instruction for turning on the apparatus (Wherein after 
powering up the subscriber station, the subscriber station attempts to acquire first the 
systems stored in the second memory means from the MRU table; col. 2, lines 55-62; col. 
4, lines 50-56; col. 5, lines 24-29). 
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Regarding claim 13, and as applied to claim 10, Blakeney, II et al. disclose the 
aforementioned apparatus, wherein said control means operates such that a geographical 
area into which the apparatus has moved is identified (Wherein the geographic region in 
which a system serves is indicated according to desirability of acquiring service through 
that system; col. 8 lines 1-41), said seizing means receives one of the broadcast system 
ID numbers in accordance with the geographical area identified (Wherein the SID of the 
system is relative to geographic area identified; col. 8, lines 13-19), and seizes a base 
station having the one of the system ID number received by said seizing means and sets 
the apparatus in the idle state (Wherein if it is determined that the system or base station 
is a most desirable system, then service is provided to the subscriber station by means of 
said system; col. 7, lines 16-21). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
sS that the subject matter as a whole would have been obvious at the time the invention was made to a person 
Evbg ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 

manner in which the invention was made. 

7. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

9. Claims 2-3, 6-7, and 11-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Blakeney, II et al. (US Pat. No. 6,466,802) in view of Bamburak et al. (US Pat. No. 
6,311,064). 

Regarding claim 2, and as applied to claim 1, Blakeney, II et al. disclose the 
aforementioned apparatus, wherein the system ID number stored in said second memory 
means. Blakeney, II et al. fail to clearly specify said system ID number written into said 
first memory means if the system ID number is not stored in said first memory means. 

In the same field of endeavor, Bamburak et al. disclose a communication device 
that receives a SID or system ID number that may not be in a preferred system table such 
as a first memory means, wherein communication device executes search algorithms to 
locate a desirable system/service provider, subsequently when a desirable system/service 
provider is located, said first memory means update its list regarding the previously 
unlisted geographic identifier at which the desirable system/service provider is located 
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{col 3, lines 54-62; col 10, lines 24-29, and lines 63-64; col. 10, line 66 thru col 11, 
lines 8; col 11, lines 39-42; col 11, lines 63 thru col 12, line 2; col 12, lines 11-14), 

Therefore it would have been obvious to one with ordinary skill in the art at the 
time the invention was made to have Blakeney, II et al. method and apparatus for 
selecting a most preferred system to include updating features for a preferred or high 
priority system list, for the purpose of providing awareness to the communication device 
about all the possible systems surrounding a geographical area when establishing suitable 
communications according to the requirements of the communication device. 

Regarding claim 3, and as applied to claim 1, Blakeney, II et al. disclose the 
aforementioned apparatus comprising receiving means for receiving the broadcast system 
ED number {col 9, lines 1-9), and said control means writes the received system ID 
number into a most recently used memory means. Blakeney, II et al. fail to clearly 
specify writing the received system ID number into said first memory means when the 
received broadcast system ID number is different from any one of the system ID numbers 
stored in said first memory means. 

In the same field of endeavor, Bamburak et al. disclose a communication device 
that receives a broadcasted system ID number that may not be in a different system ID 
number from those stored in a preferred system table such as a first memory means, 
wherein communication device tries to match the broadcasted system ID number, 
executing search algorithms to locate a desirable system/service provider, subsequently 
when an acceptable system/service provider is located, said first memory means update 
its list regarding the previously unlisted geographic identifier at which the desirable 
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system/service provider is located (col 3, lines 54-62; col 10, lines 24-29, and lines 63- 
64; col 10, line 66 thru col 11, lines 8; col 11, lines 39-42; col 11, lines 63 thru col 12, 
line 2; col 12, lines 11-14). 

Therefore it would have been obvious to one with ordinary skill in the art at the 
time the invention was made to have Blakeney, II et al. method and apparatus for 
selecting a most preferred system to include updating features for a preferred or high 
priority system list, for the purpose of providing awareness to the communication device 
about all the possible systems surrounding a geographical area when establishing suitable 
communications according to the requirements of the communication device. 

Regarding claim 6, and as applied to claim 5, Blakeney, II et al. disclose the 
aforementioned apparatus, wherein the system ID number stored in said second memory 
means. Blakeney, II et al. fail to clearly specify said system ID number written into said 
first memory means if the system ID number is not stored in said first memory means. 

In the same field of endeavor, Bamburak et al. disclose a communication device 
that receives a SID or system ID number that may not be in a preferred system table such 
as a first memory means, wherein communication device executes search algorithms to 
locate a desirable system/service provider, subsequently when a desirable system/service 
provider is located, said first memory means update its list regarding the previously 
unlisted geographic identifier at which the desirable system/service provider is located 
(col 3, lines 54-62; col 10, lines 24-29, and lines 63-64; col 10, line 66 thru col 11, 
lines 8; col 11, lines 39-42; col 11, lines 63 thru col 12, line 2; col 12, lines 11-14). 
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Therefore it would have been obvious to one with ordinary skill in the art at the 
time the invention was made to have Blakeney, II et al. method and apparatus for 
selecting a most preferred system to include updating features for a preferred or high 
priority system list, for the purpose of providing awareness to the communication device 
about all the possible systems surrounding a geographical area when establishing suitable 
communications according to the requirements of the communication device. 

Regarding claim 7, and as applied to claim 5, Blakeney, II et al. disclose the 
aforementioned apparatus comprising receiving means for receiving the broadcast system 
ID number (col 9, lines 7-9), and said control means writes the received system ID 
number into a most recently used memory means. Blakeney, II et al. fail to clearly 
specify writing the received system ID number into said first memory means when the 
received broadcast system ID number is different from any one of the system ID numbers 
stored in said first memory means. 

In the same field of endeavor, Bamburak et al. disclose a communication device 
that receives a broadcasted system ID number that may not be in a different system ID 
number from those stored in a preferred system table such as a first memory means, 
wherein communication device tries to match the broadcasted system ID number, 
executing search algorithms to locate a desirable system/service provider, subsequently 
when an acceptable system/service provider is located, said first memory means update 
its list regarding the previously unlisted geographic identifier at which the desirable 
system/service provider is located (col. 3, lines 54-62; col 10, lines 24-29, and lines 63- 
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64; col 10, line 66 thru col 11, lines 8; col 11, lines 39-42; col 11, lines 63 thru col 12, 
line 2; col 12, lines 11-14). 

Therefore it would have been obvious to one with ordinary skill in the art at the 
time the invention was made to have Blakeney, II et al. method and apparatus for 
selecting a most preferred system to include updating features for a preferred or high 
priority system list, for the purpose of providing awareness to the communication device 
about all the possible systems surrounding a geographical area when establishing suitable 
communications according to the requirements of the communication device. 

Regarding claim 11, and as applied to claim 10, Blakeney, II et al. disclose the 
aforementioned apparatus, wherein the system ID number stored in said second memory 
means. Blakeney, II et al. fail to clearly specify said system ID number written into said 
first memory means if the system ED number is not stored in said first memory means. 

In the same field of endeavor, Bamburak et al. disclose a communication device 
that receives a SID or system ID number that may not be in a preferred system table such 
as a first memory means, wherein communication device executes search algorithms to 
locate a desirable system/service provider, subsequently when a desirable system/service 
provider is located, said first memory means update its list regarding the previously 
unlisted geographic identifier at which the desirable system/service provider is located 
(col 3, lines 54-62; col 10, lines 24-29, and lines 63-64; col 10, line 66 thru col 11, 
lines 8; col 11, lines 39-42; col 11, lines 63 thru col 12, line 2; col 12, lines 11-14). 

Therefore it would have been obvious to one with ordinary skill in the art at the 
time the invention was made to have Blakeney, II et al method and apparatus for 
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selecting a most preferred system to include updating features for a preferred or high 
priority system list, for the purpose of providing awareness to the communication device 
about all the possible systems surrounding a geographical area when establishing suitable 
communications according to the requirements of the communication device. 

Regarding claim 12, and as applied to claim 10, Blakeney, II et al. disclose the 
aforementioned apparatus comprising receiving means for receiving the broadcast system 
ED number {col 9, lines 7-0), and said control means writes the received system ID 
number into a most recently used memory means. Blakeney, II et al. fail to clearly 
specify writing the received system ID number into said first memory means when the 
received broadcast system ID number is different from any one of the system ID numbers 
stored in said first memory means. 

In the same field of endeavor, Bamburak et al. disclose a communication device 
that receives a broadcasted system ID number that may not be in a different system ID 
number from those stored in a preferred system table such as a first memory means, 
wherein communication device tries to match the broadcasted system ID number, 
executing search algorithms to locate a desirable system/service provider, subsequently 
when an acceptable system/service provider is located, said first memory means update 
its list regarding the previously unlisted geographic identifier at which the desirable 
system/service provider is located {col 3, lines 54-62; col 10, lines 24-29, and lines 63- 
64; col 10, line 66 thru col 11, lines 8; col 11, lines 39-42; col 11, lines 63 thru col 12, 
line 2; col 12, lines 11-14). 
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Therefore it would have been obvious to one with ordinary skill in the art at the 
time the invention was made to have Blakeney, II et al. method and apparatus for 
selecting a most preferred system to include updating features for a preferred or high 
priority system list, for the purpose of providing awareness to the communication device 
about all the possible systems surrounding a geographical area when establishing suitable 
communications according to the requirements of the communication device. 



Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicants 
disclosure. 

a. Aoki et al. (JP 2002016962), Mobile Terminal which can be connected to a high 
priority provider at the time of turning on power. 

b. Cooper (U.S. P.G.-Pub. 2003/0134637), Method and apparatus for efficient 
selection and acquisition of a wireless communications system. 



1 1 . Any response to this Office Action should be faxed to (703) 872-9306 or mailed to: 

Commissioner of Patents and Trademarks 
P.O. Box 1450 
Alexandria, VA 22313-1450 
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Hand-delivered responses should be brought to 



Crystal Park II 



2021 Crystal Drive 



Arlington, VA 22202 



Sixth Floor (Receptionist) 



12. Any inquiry concerning this communication on earlier communications from the 
Examiner should be directed to Ismael Quinones whose telephone number is (703) 305-8997. 
The Examiner can normally be reached on Monday-Friday from 8:00am to 5:00pm. 

13. If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Marsha D. Banks-Harold can be reached on (703) 305-4379, and fax number is (703) 
746-9818. The fax phone number for the organization where this application or proceeding is 
assigned is (703) 872-9301. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose number is (703) 305-4700 or call customer service 
at (703) 306-0377. 



Ismael Quinones 



April 23, 2004 



I.Q. 



MARSHA D. BANKS-HAROLD 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



